05/23/2007 22:04 650620B395 



NEKTAR 



PAGE 



08/10 



Said No. 10/751,010 
Docket No. SHE0059.00 

REMARKS 

I. Introductory Comments 

In the Office Action under reply, the Examiner has: withdrawn 35 U.S.C .§112, second 
paragraph, rejections in items 7 and 9 on pages 3 and 4 of the Office Action of \ugust 23, 2006; 
maintained the 35 U.S.C, §102(b) rejection in item 10 on page 4 of the Office / ction of August 
23, 2006; and withdrawn the 35 US.C. §103(a) rejection in item 12 on page 6 c f the Office 
Action of August 23, 2006. 

In addition, the Examiner has made final the restriction requirement as fret forth in items 

I- 5 on pages 2 and 3 of the Office Action of August 23, 2006; rejected claims 1 -4, 6-9,, and 

II- 14 under 35 U.S.C. §1 12, first paragraph, for reasons of enablement; and rej scted claims 3 
and 7-9 under 35 U.S.C. §1 02(b) as being anticipated by Orthner (U.S. Patent l o. 3,301,831). 

lh Amendments to the Claims 

Claims 1-9 and 11-14 were previously pending. Claims I and 1 1 are an «ended. Claims 
5, 10 and 15-20 have been canceled without prejudice. As a consequence, clains 1-4, 6-9 and 
11-14 remain under consideration. 

Support for the changes to the claims is identified below. Additional su sport other than 
that identified below may exist in the originally filed application for one or mo: e changes to the 
claims. 

Claims 1 and 1 1 have been amended to recite the subject matter of clain 5- As claim 5 is 
an originally filed claim, no new matter has been added to claims 1 and 1 1 . 

As support for the changes is found in the application as filed, no new natter is 
introduced by the entry of the above-identified changes. The changes to the ch ims are made for 
clarification purposes only should not be interpreted as acquiescence in any cla m rejection. 

III. The Restriction Requirement 

The Examiner has made final the requirement for restriction set forth in the Office Action 
of August 23, 2006. In an effort to expedite examination only, Applicants hav* canceled the 
non-elected claims (i.e., claims 10 and 15-20) and reserve the right to prosecut. the subject 
matter of these claims in one or more applications claiming priority to the pres« -nt application. 
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It view of the above, it is believed that Examiner's concerns with regard :o the restriction 
of the claims have been addressed, 

IV, The Rejections Under 35 U.S.C. §112, First Paragraph 

The Examiner has rejected claims 1-4, 6-9 and 1 1-14 under 35 US.C. §111, first paragraph, 
for reasons of enablement In particular, the Examiner has alleged that the presence of the term 
"derivative" renders the rejected claims as not enabled for all derivatives. In ordet to expedite 
prosecution and without acquiescing in any claim rejection, Applicants have amer ded claims 1 and 
1 1 (the only independent claims) to recite a "derivative" of a specified structure. 

In addition, the Examiner has pointed out that claim 6 lacks sufficient ante cedent basis for 
the terms "POLY," "X" and "Y." Claim 1 (from which claim 6 depends) has beer amended to 
include the terms "POLY," "X" and "Y." 

In view of the above, it is believed the rejection of claims 1 -4, 6-9 and 11-14 under 
35 US.C. §1 12, first paragraph, has been addressed. Reconsideration and remove 1 of the rejection 
are respectfully requested. 

V. The Rejection Under 35 U.S-C §102(b) 

In total, claims 1-4, 7-9 and 11-14 stand rejected under 35 U.S.C. §102(b as allegedly 
being anticipated by Orthner et aL (U.S. Patent No, 3,301 ,83 1). Ostensibly, the Examiner has 
taken the position that each and every element of the rejected claims can be foil 'id in 
Orthner et aL 

Applicants appreciate, however, the Examiner's indication of the allows Me subject matter 
encompassed by claims 5 and 6. In an effort to expedite prosecution and witho at acquiescing in 
any claim rejection (and further reserving the right to prosecute the subject mat er of claim 1 in 
one or more applications claiming priority to the present application), Applicar to have 
incorporated the subject matter of dependent claim 5 into claim 1. It is also be] ieved that the 
recitation in claim 1 1 of the subject matter in claim 5 renders claims 11-14 as patentable as well. 

In view of the above, it is believed the rejection of claims 1-4, 6-9 and 11- 14 under 
35 U.S.C. §1 02(b), has been addressed. Reconsideration and removal of the rejec tion are 
respectfully requested. 
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VI. Conclusion 

In view of the foregoing, Applicants submit that the pending claims satisfj the requirements 
of patentability and are therefore in condition for allowance. Reconsideration and withdrawal of all 
objections and rejections are respectfully requested and a prompt mailing of a Not ce of Allowance 
is earnestly solicited. 

If a telephone conference would expedite the prosecution of the subject ap plication, the 
Examiner is requested to call the undersigned at (650) 620-5506, 

Respectfully submitted on t ehalf of 
Nektar Therapeutics AL, Corporation 



Date: rM Xl,lbbl By: 

' Mark A. Wilson 

Registration No. 43,275 

Nektar Therapeutics 
ISO Industrial Road 
San Carlos, CA 94070 
(650) 631-3100 (Telephone) 
(650) 631-3125 (Facsimile) 
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